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BeENIOFF ET AL. V. BENIOFF ET AL. 
(222 Pac. Rep. 835) 


District Court of Appeals, First District, California 
December 14, 1923 


Trape-Marks anv Trave-Names—Unram Competirion—Score or Prorec- 

TION. 

The right to protection of a trade-name does not extend beyond 
the market of the person claiming it, since the use of such name in 
another market would not constitute unfair competition. 
Same—Same—Rucurt or Prior User ro Protection. 
Courts of equity will protect the person first in the field doing 
business under a given name, to the extent necessary to prevent deceit 
and fraud upon his business and upon the public. 
Same—Same—Use or Same Name in Competine Bustness—“Huvson Bay 
Fur Company’—Appeatr—AFrirMAt. 

Where, after appellees had established a fur business and made it 
known throughout the State under the name “Hudson Bay Fur Com- 
pany,” appellants incorporated and engaged in the same business in an- 
other city of the same State under the same name, they were guilty of 
unfair competition against the former, and the decision enjoining them 

from further acts of the kind is affirmed. 


In equity. Action for unfair competition. Judgment for 
plaintiffs, and defendants appeal. Affirmed. 


Fred Horowitz, of Los Angeles, Calif., for appellants. 
Fred L. Dreher, of San Francisco, Calif., for respondents. 


Nourse, J.: Defendants appeal from a judgment enjoining 
them from engaging in the fur business in the state of California 
under the name of Hudson Bay Fur Company, or any similar name, 
claiming that the judgment is erroneous “in so far as it prohibits the 
defendants from engaging in the fur business in Los Angeles’ under 
that name. The action is not based on the ground that plaintiffs 
have any trade-mark or exclusive right to the name, but is predicated 
on the common-law right to protection against unfair competition in 
trade. 

The plaintiffs, who are husband and wife, have, since about 
June 1, 1915, conducted a fur business in San Francisco under the 
name of Hudson Bay Fur Company. They at first operated 


through a corporation and continued as partners, under the same 
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name after its voluntary dissolution March 15, 1918; the business at 
all times being under the exclusive management of plaintiff George 
Benioff. At the time the business was commenced no other person, 
firm, or corporation was transacting any business in the state of 
California under the name of Hudson Bay Fur Company, and their 
right to the use of the name is unquestioned. 

The evidence shows, among other things: That from a small 
retail business in 1915, with its debts exceeding its assets, the Hud- 
son Bay Fur Company developed into an extensive and profitable 
general wholesale and retail fur business, carrying a stock worth 
from $110,000 to $125,000 cost price, with the annual sales amount- 
ing to from about $300,000 to $400,00. That the main store was 
maintained in San Francisco, with a branch in Oakland. That the 
business included “repairing, making up and handling of furs, tan- 
ning. and so forth. Anything and everything in the fur line, per- 
taining to furs,’ dealing in raw skins, and buying and selling all 
kinds of furs and fur garments. That the business was extensively 
advertised through the medium of newspapers (chiefly San Francisco 
and Oakland), circulars, and catalogues. That the circulars and 
catalogues were mailed throughout the state as far south as Bakers- 
field, but no attempt was made to advertise locally in Los Angeles. 
That the catalogues solicited a mail order business. That all the 
garments from their stores, both repaired and new, were labeled 
with the name of Hudson Bay Fur Company. The evidence further 
shows that through their advertising, sales were made to people out- 
side of the state in addition to those within; that within the state 
sales were made to people both north and south of San Francisco, 
including Los Angeles and points south thereof; that a portion of 
this business was sent out on mail orders. Plaintiffs were consid- 
ering opening a store in Los Angeles and to that end, in January or 
February, 1921, had their attorney in Los Angeles investigate cer- 
tain property there for the purpose of leasing. Plaintiff George 
Benioff and the individual defendants are brothers. Defendants 
David Benioff and Fred Benioff are engaged in the wholesale fur 
business in San Francisco under the name of Benioff Bros. In 


June, 1921, defendants, without the knowledge or consent of plain- 
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tiffs, incorporated under the name of Hudson Bay Fur Company. 
The incorporation was effected by the attorney above referred to 
who had a few months previously acted for plaintiffs in investigat- 
ing a Los Angeles location. He had also at various times, among 
other matters, represented plaintiffs in preventing others in the 
southern part of the state from using that or a similar name, of 
which defendant David Benioff was aware. The articles of in- 
corporation, which were filed with the county clerk of Los Angeles 
county on June 8, 1921, named Los Angeles as its principal place of 
business and stated its purpose was to engage in the fur business. 
Plaintiffs first learned of the organization of the corporation 
November 28, 1921. They immediately objected and offered to 
reimburse defendants for all expenses incurred in incorporating. 
Defendants refused the offer and plaintiffs filed this suit. 

Appellants’ main contention is that respondents’ business is 
confined principally to the San Francisco Bay district and that their 
market does not extend to Los Angeles; that therefore any business 
conducted by appellants in Los Angeles would not be in competi- 
tion with respondents at all, and hence could not be unfair competi- 
tion. They then argue that the right to protection of a trade-name 
does not extend beyond the market of the person claiming the same; 
and that therefore respondents are not entitled to protection against 
the use by others of their trade-name in Los Angeles. 

We agree with the rule stated by appellants, but in its applica- 
tion they have assumed a state of facts directly contrary to the find- 
ings of the trial court. The findings are, in part, to the effect that 
plaintiffs’ business extends over the whole of the state of California 
and that they have customers in all the principal cities of the state; 
that the business conducted by the said plaintiffs has been and is 
known to all persons dealing with them and throughout the whole 
of the state of California as the Hudson Bay Fur Company; “that 
as a result of the care, attention, skill and strict adherence to their 
said business and through their honesty and fair dealing, the said 
plaintiffs have under the name of Hudson Bay Fur Company estab- 
lished throughout the state of California a wide and honorable 


reputation as a fair and reliable business and firm to deal with and 
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the said plaintiffs under said trade-name now enjoy throughout the 
whole of the state of California, and elsewhere, a good reputation 
and credit.” The court further finds that “the said defendants 
organized the said defendant corporation under the name and style 
of Hudson Bay Fur Company with the intention of engaging in 
business under the said firm name to trade on the credit and reputa- 
tion of the said plaintiffs, to pass off their goods as those of the 
plaintiffs herein, and to deceive the public into believing that the 
business conducted or to be conducted by the said defendant cor- 
poration was the business or a part of the business conducted, 
owned, and controlled by the plaintiffs herein’; that it is not true 
that defendants intended to engage in business solely in the county 
of Los Angeles or that if they do engage in business solely in the 
county of Los Angeles they will not be competing with plaintiffs; 
and that defendants intended to engage in the fur business in com- 
petition with plaintiffs. 

We are satisfied upon reviewing the evidence that it supports 
these findings, and that the two concerns, engaged in the same char- 
acter of business, under identical names, would be competing for 
the same patronage. It can scarcely be doubted that this would 
result in deceiving and confusing the public to respondents’ detri- 
ment. This is held to be unfair competition. In the interest of 
fair dealing, courts of equity will protect the person first in the 
field doing business under a given name to the extent necessary to 
prevent deceit and fraud upon his business and upon the public. 
Yellow Cab Co. of San Diego v. Sachs (Cal. Sup.), 216 Pac. 33. 
For this purpose the second comer may be enjoined from using the 
name (Morton v. Morton, 148 Cal. 142, 82 Pac. 664, 1 L. R. A. 
[N. S.] 660; Dodge Stationery Co. v. Dodge, 145 Cal. 380, 78 Pac. 
879; Hainque v. Cyclops Iron Works, 186 Cal. 351, 68 Pac. 1014; 
Bissell Chilled Piow Works v. T. M. Bissell Plow Co. [C. C.], 121 
Fed. 357; Ball v. Best [C. C.], 185 Fed. 484; Juvenile Shoe Co. v. 
Federal Trade Commission {C. C. A.], 289 Fed. 57); and this is 
true even though, as in this case, the principal places of business are 
at a considerable distance from each other. (Bissell Chilled Plow 
Works v. T. M. Bissell Plow Co., supra; Northwestern Knitting Co. 
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v. Garon, 112 Minn. 821, 128 N. W. 288, 291; Ball v. Best [C. C.], 
185 Fed. 484; Juvenile Shoe Co. v. Federal Trade Commission, 
supra). 

The second point made by appellants is that, if respondents 
ever had any right to use the trade-name referred to in Los Angeles, 
they lost it by giving David Benioff the right to use the name in 
Los Angeles, and that such permission amounted to a gift and could 
not be revoked. 

The permission relied on is contained in the following letter 
which respondent George Benioff wrote to his attorney in Los 
Angeles, heretofore referred to, on March 14, 1918, the day before 
the dissolution of the corporation Hudson Bay Fur Company under 
which respondents were at that time conducting business: 

“Dear Cousin Fred: Will you kindly file a notice with the county 
clerk that David Benioff will use the name of Hudson Bay Fur Co. You 
know what I mean, some one else wants to use the name, and as Dave may 
want to open a store in your city, I want to protect him. You can give 


uncle’s address as temporary, or any other it won’t matter, just so that 
no one else will use that name. * * *” 


Pursuant to this letter a certificate of doing business under a 
fictitious name was prepared on behalf of David Benioff and filed 
with the county recorder of Los Angeles county on or about August 
17, 1918. No business was ever transacted by appellant David 
Benioff, or any of the appellants, in Los Angeles or elsewhere under 
the name of Hudson Bay Fur Company. No consideration was 
given by David Benioff or received by respondents for permission 
to use said name. Subsequently, about June 21, 1919, and there- 
after on many occasions, respondent George Benioff told David 
Benioff that he could not use the name in Los Angeles or elsewhere. 
Respondent George Benioff testified regarding his reasons for writ- 
ing the above-quoted letter to his attorney that he and appellant 
David Benioff had previously discussed going in business in Los 
Angeles together; that the letter was written the day before the dis- 
solution of the Hudson Bay Fur Company, the corporation under 
which respondents had been conducting business; that he was ad- 
vised that unless such certificate was filed, any one could go down 
to Los Angeles and use the name, and the certificate was filed to 








124 FOURTEEN TRADE-MARK REPORTER 


prevent any one else appropriating the name in Los Angeles; that 
this was prior to the time that they had expanded their business 
through the state to the extent that they now have done. 

It is clear from the evideince that both George and David 
Benioff understood that the former did not intend this permission 
to extend to any one other than David Benioff; that he did not in- 
tend that any one else should use the name; and consequently that 
he did not intend to give David Benioff any right in the name which 
could be transferred to others. In other words, it appears to have 
been intended and understood by both parties merely as a personal 
privilege or license to David Benioff alone, which, however, he never 
acted upon, and for which no consideration was paid. As such it 
was subject to revocation, and the trial court found that the re- 
spondents did so withdraw said consent and permission. 

Judgment affirmed. 


We concur. Lanoepon, P. J.; Sturtevant, J. 


Wiiturams EvaANGELINE ConFrecTion Co. v. U. R. S. Canpy 
Stores, Inc. 
(294 F. R. 999) 


Court of Appeals of District of Columbia 
January 7, 1924 


TrapE-Marks AND ‘TRADE-N AMES. 

Under Trade-Mark Act, § 7 (Comp. St. § 9492), where a trade- 
mark was claimed by two applicants, and a third party used the mark 
long before either party adopted it, and had not abandoned such use, 
neither applicant is entitled to registration. 

Trape-Marks AaNnb Trape-Names—Unrair Competririon—Usrt or Worp 

“EVANGELINE” ON Canpy A Trape-Mark, AND Not a Grape Mark. 

Where a third party had placed thousands of cartons of candy 
bearing the mark “Evangeline” in interstate commerce, and retailers 
had ordered the candy by that name, held, that the mark indicated 
the origin of the candy, and was used as a trade-mark, rather than 
a grade mark. 

Trape-Marks AND TrapeE-Names—Unrair Competitrion—Grav—E Marx— 

Nor DerermMinep BY Use on A SINGLE Grape. 

The use of a mark only on one class or grade of candy does n 
establish that it is to be treated merely as a grade mark. — 
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Prape-Marks anv Trape-Names—Unrairn ComperirioN—ABANDONMENT OF 

Corporate Mark. 

An agreement by stockholders, by which they purported to convey 
all of the corporate contracts, trade-marks, brand names, etc., did not 
amount to an abandonment of a trade-mark, as the stockholders of a 
corporation cannot convey its property. 

Appeal from the Commissioner of Patents in an interference 
proceeding in which is involved registration of a trade-mark by the 
Williams Evangeline Confection Company and the U. R. S. Candy 
Stores, Inc. From a decision that neither party was entitled to 
registration, the first-named party appeals. Affirmed. 


F. §. Maguire and W. T. Estabrook, both of Washington, 
D. C., and John F. Corcoran, of Philadelphia, Pa., for 


appellant. 
Edward T. Fenwick, of Washington, D. C., for appellee. 


Before Smytu, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 
Appeals. 


Smytu, Chief Justice: This is an interference proceeding, in 
which are involved two applications—one by the appellant, and the 
other by the appellee—for registration of the word “Evangeline” as 
a trade-mark for candies. The Examiner of Interferences held that 
neither party was entitled to registration, because, as he found, the 
claimed mark was owned and used by Fuerst & Kraemer, Limited, a 
corporation, long before either of the applicants had adopted it. 
Fron his decision the Williams Evangeline Confection Company, 
but not the U. R. S. Candy Stores, Inc., appealed to the Commis- 
sioner of Patents, who sustained the Examiner. If the Examiner's 
facts be correct, his view of the law is sound. Section 7, Trade- 
Mark Act, 33 Stat. 726 (Comp. St. § 9492); Schierling v. Schulze 
Baking Co., 46 App. D. C. 50 [7 T. M. Rep. 535]. 

Appellant concedes that the mark was used by Fuerst & Krae- 
mer, Limited, long before it had adopted the mark, but contends 
that it was used as a grade mark and not as a trade-mark. In ad- 


dition, it asserts that. if it be found that this contention is not cor- 
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rect, and that the use made of it was a trade-mark use, then that 
Fuerst & Kraemer, Limited, had abandoned it. 

The mark, it is true, was used only on one class or grade of the 
candy put out by Fuerst & Kraemer, Limited, but this does not es- 
tablish that it is to be treated merely as a grade mark. Lawrence 
Manufacturing Co. v. Tennessee Manufacturing Co., 1388 U. S. 587, 
547, 11 Sup. Ct. 396, 34 L. Ed. 997. In that case it was held that: 


“If the primary object of the mark be to indicate origin or ownership, 
the mere fact that the article has obtained such a wide sale that it has also 
become indicative of quality, is not of itself sufficient to debar the owner 
from protection, and make it the common property of the trade’—citing 
Burton v. Stratton (C. C.) 12 Fed. 696. 

From 1911 to the present time, thousands of cartons of candy 
bearing the mark “Evangeline” have been placed in interstate com- 
merce by Fuerst & Kraemer, Limited. By that name the candy has 
been ordered, by the trade and sold by the retailers. No other mark 
has been used on the carton. Nor has any witness said it was ever 
treated as a grade mark. The name, in our judgment, clearly indi- 
cates origin of the candy. There is nothing in Touraine Co. vy. 
F. B. Washburn §& Co., 286 Fed. 1020, 52 App. D. C. 356 [13 T. 
M. Rep. 121], which lends support to appellants contention. In 
that case the word “Touraine” was claimed as a trade-mark for 
candy and confections. The foreman for 25 years of Washburn & 
Co., manufacturer of the candy, testified that the word referred 
distinctly to the grade or quality of the chocolate. Another one, 
who had been in the service of Washburn & Co. for 7 years, gave 
testimony to the same effect. Washburn & Co. used the word 
“Waleco” as a trade-mark and applied this to all cartons and pack- 
ages upon which the mark ‘“‘Touraine” appeared. They received 
from applicant at times packages of candy bearing the mark 
“Touraine” and distributed them to the trade without objection. 
For 14 years, with full knowledge of the use of the mark by the 
applicant, Washburn & Co. took no exception to its use. In the 


light of these facts, and for other reasons given in the opinion, it 


was held that the word “Touraine” had never been used as a trade 
mark by Washburn & Co. 
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The claim of abandonment is baseless. Fuerst & Kraemer, 
Limited, as we have said, is a corporation. The stockholders there- 
of entered into an agreement with the Candy Stores corporation by 
which they conveyed, or purported to convey, to it all their in- 
terest in the capital stock wihch they owned, and attempted to trans- 
fer all contracts, trade-marks, brand names, ete., owned by Fuerst 
& Kraemer, Limited, to the Candy Stores corporation. It is said in 
behalf of the appellant that this act by the stockholders amounted 
to an abandonment of the mark by Fuerst & Kraemer, Limited. 
Of course, this cannot be so. It is elementary that the stockholders 
of a corporation as such cannot convey the property of the corpora- 
tion. Eichelberger et al. v. Arlington Building, Inc., et al., 280 
Fed. 997, 52 App. D. C. 23; Button v. Hoffman, 61 Wis. 20, 20 
N. W. 667, 50 Am. Rep. 131; Rough v. Breitung, 117 Mich. 48, 75 
N. W. 147; Elliot on Private Corporations (5th Ed.) p. 9. 

Therefore the attempt just mentioned was futile. Moreover, 
the testimony is quite clear to the effect that from that time down to 
the institution of these proceedings Fuerst & Kraemer, Limited, con- 
tinued to use the mark as before, which indicates that it had no in- 
tention of disposing of it. The case of Sauers Milling Co. v. Kehlor 
Flour Mills Co., 39 App. D. C. 535 [2 T. M. Rep. 287], is not in 
point. There the owners of the trade-mark attempted to convey it 
without conveying the business with which it was connected. It 
was held that the attempt was without legal efficacy, but that it 
might be used as evidence of a purpose to abandon the mark. Here, 
as we have seen no attempt was made by the owner of the mark, 
Fuerst & Kraemer, Limited, to convey it, but by the stockholders, 
persons who had no right to it. 

We are satisfied that there is no error in the record, and there- 


fore affirm the decision of the Commissioner. 


Affirmed. 
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CANTERBURY Canpy Makers v. Brecnt Canpy Co, 
Court of Appeals of the District of Columbia 
January 7, 1924 


Trape-Marks—CaNCELLATION—SWINGING Sicns or Dirrerent Proportions 
-DecePTivE SIMILARITY. 

Where the registrant’s trade-mark comprises the word “Canter- 
bury,” associated with a swinging sign carried by a support, and the 
petitioner’s mark consists of a bracket from which a sign depends, both 
signs bearing words all of which are disclaimed, except registrant’s 
word “Canterbury,” petitioner’s sign being of greater width than height 
and registrant’s of greater height than width, and the lower parts of 
both having similar outlines, held that in each the characteristic thing 
was the sign, and the marks were deceptively similar. 

SamMe—SaME—SIMILARITY—IMproper Test or. 

Placing the marks side by side is not the way to determine whether 
they are deceptively similar, as the intending purchaser rarely has an 
opportunity to compare the marks, but must rely on his memory. 

Same—Same—Usr or Cuaracreristic Feature or Mark sy Orners—Ap- 

PEAL—AFFIRMAL. 

The fact that others in the same line of business are using signs 
as trade-marks furnishes no reason why registrant should be given 
the sole right to employ one. The only concern in this proceeding is 
that as against the petitioner the registrant has not an exclusive right 
to the mark, and the decision of the Commissioner ordering cancella- 
tion of the latter’s mark is affirmed. 


D. W. Gould, of Washington, D. C., for Canterbury Candy 
Makers. 
A. J. O’Brien, of Denver, Col., for Brecht Candy Co. 


Before Smytu, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 
Appeals. 


Smytu, C. J.: In this proceeding the Brecht Candy Company 


seeks the cancellation of a trade-mark of Canterbury Candy Makers, 


which comprises the word “Canterbury” associated with a swinging 
sign carried by a support. On the sign are the words “Canterbury 
Candies, Seattle.” Apart from the drawing shown in the certificate 
of registration, “Candies” and “Seattle” are disclaimed. The 
Brecht Candy Company’s mark consists of a bracket from which 
2 sign depends. On the sign are the words “Von Brecht,” which 


are disclaimed. ‘The mark was adopted by it before the registrant 
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adopted its mark. Both parties are in the candy business. The 
only inquiry in the case, therefore, relates to the alleged similarity 
of the marks. 

Petitioner's sign is wider than it is high, while registrant’s is 
taller than it is wide. The lower parts of both have similar out- 
lines. In each the characteristic thing is the sign. It impresses 
the mind. One might easily mistake the one mark for the other 
unless his attention was especially directed to the words on them. 
Of course, one mark differs somewhat from the other, and if they 
were placed side by side a person would have no difficulty in dis- 
tinguishing them, but that is not the way, as we have said more 
than once, to determine whether marks are deceptively similar. 
Coca-Cola Co. v. Chero-Cola Co., 51 App. D. C. 27, 288 O. G. 432 
[11 T. M. Rep. 252], and cases therein referred to. The intend- 
ing purchaser rarely has an opportunity to compare the marks. 
He must rely on his memory of the one he is seeking, and usually 
he decides at a glance. He is not required by the law to do more. 
Coca-Cola Co. v. Chero-Cola Co., ante. Proceeding in this way 
we think he probably would be deceived if both marks were used in 
trade. 


It is urged by the registrant that others engaged in the same 


line of business are using signs as trade-marks. This may be con- 


ceded, but it furnishes no reason why registrant should be given the 
sole right to employ one. As against the petitioner the registrant 
has not an exclusive right to the mark. That is all we are con- 
cerned about in this proceeding. 

The Commissioner of Patents sustained the petition for can- 
cellation, and we affirm his decision. 


Affirmed. 


The decision of Assistant Commissioner Fenning, rendered in 
this case May 38, 1922, is as follows: 

This is an appeal from the action of the Examiner of Inter- 
ferences dismissing a petition for the cancellation of trade-mark 
registration No. 135,208, issued to Canterbury Candy Makers. 
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The application for the registration of the mark was refused 
on Trade-Mark No. 114,594, registered to the Von Brecht Candy 
Company. Apparently after an oral interview with the Examiner 
the prior mark was withdrawn as a reference and the case passed to 
issue. The rules require that proceedings be in writing, and the 
oral interview is allowed merely as an elaboration of the argument. 
The attorney should have incorporated the substance of the argu- 
ment in the papers filed, and the Examiner should have insisted on 
this; but that duty was neglected in this instance. In the record is 
no indication of what occurred at that interview, and it is impossible 
to determine what controlled the Examiner in this respect. 

In this state of the case, the Examiner of Interferences 
rendered a pro forma decision against petitioner “in the interests of 
uniformity of practice in this Office,’ I am, therefore, forced to 
enter upon an uncharted sea on this appeal. 

The registered mark shows a bracket from which depends a 
sign associated with an inconspicuous lantern and the word “Canter- 
bury.” Upon the sign are the words “Canterbury Candies, Seattle.” 
“Candies” and “Seattle” are disclaimed apart from the mark shown. 
An amendment disclaiming the “representation of the swinging 
sign” was presented, but afterwards cancelled. 

Petitioner for cancellation has established the prior use of its 
registered mark which consists of a bracket from which a sign 
depends, on which are placed the word “Von Brecht” or “Brecht.” 
The words “Von Brecht’ are disclaimed. 

The petitioner’s sign is wider than it is high. Registrant’s 
sign is taller than it is wide. Nevertheless, both marks are signs, 
and the predominant thing, aside from the words, in both marks is 
the sign. We are not informed with respect to the origin of regis- 
trant’s mark. With the whole world to choose from it seems un- 
necessary for registrant to place a representation of a sign upon its 
goods. It may be that the words associated with the marks of the 
parties will prevent either party’s goods from being known as 
“sign” candies. Nevertheless, it is clear that the only picture 
carried in the mind of the purchaser from an inspection of the 


marks will be a sign. A careful examination of the two marks 
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placed side by side may distinguish them; but that is not sufficient. 
Coca-Cola Co. v. Chero-Cola Co., 288 O. G. 482; 51 App. D. C. 27. 
I am of the opinion that with both marks in commerce there is 


likelihood of the result being— 


“to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers.” 


Registrant refers to earlier registered marks by third parties 
which include signs. Such a showing seems merely to indicate that 
registrant by entering the field makes “confusion worse confounded.” 
But I do not understand the trade-mark statutes are directed toward 
such a result. 

The Examiner of Interferences is reversed and trade-mark 


registration No. 135,208 will be cancelled. 


Horuickx’s Marrep Mitk Co. v. Tur Borpen Co. 
(319 O. G. 709) 


Court of Appeals of the District of Columbia 
January 7, 1924 


‘Trape-Marxs—CanceLtation—Descrirtive Worps—“Martren Mitk”—Com- 

POsITE Marks. 

The fact that a mark contains descriptive words is not enough to 
warrant a refusal to register it if it does not consist of descriptive 
words only. It may be a composite mark. 

SaME—SaME—SAME—SAME— VARIATION IN Use. 

Where all the words used are descriptive and the registrant in the 
statement filed by it in the Patent Office says that, while the words 
and other parts comprising the mark are generally arranged as shown 
in the accompanying facsimile, certain words may be omitted and the 
various accessories of printing may be varied at pleasure, held that the 
mark is not necessarily a composite one. 

Same—Same—Same—Same—Initiats or Descriptive Worps. 

Where the registrant admits that all the words used are descrip- 
tive, but claims that the mark is saved by the use of the letters “M. M.”, 
held that the letters stand for “Malted Milk” and are therefore descrip- 
tive. 

SaMmME—SaME—SAaME—SAME—SAME. 
Even if initials were required to be regarded as ordinary signs they 
would not be sufficient to save the mark, since a party could then make 
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up his mark of descriptive words with the exception of some negligible 
sign or character, and thus evade the law. 


Decision of Assistant Commissioner Fenning. 


Same—Same—Insury Wuicu Supports Peririon ror CANCELLATION. 

Use of the essential features of registrant’s trade-mark by peti- 
tioner for cancellation, with consequent injury, is sufficient to support 
the petition for cancellation. 

SaMe—SaME—SaME. 

The law does not require an overt act in order to warrant cancella- 
tion. “Injury will be presumed to follow registration of any descrip- 
tive word.” 

Same—Disciaimers Arter ReGistration—Nor Srarvurory. 

The trade-mark statute has not provided for disclaimers afte: 

registration. 


E. S. Rogers, of Chicago, Ill., for Horlick’s Malted Milk C: 
W. D .Edmunds, of New York City, for The Borden Co. 


Before Smytu, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 


Appeals. 


Smytu, C. J.: The Commissioner of Patents in 1887 regis- 
tered for Horlick’s Food Company, predecessor of the appellant, 


the following trade-mark: 


o® Ty 
"INFANTS, INVALIO>” 
AGED AND TRAVELERS. 


It is said in the statement filed by the company that the mark 
consists of a representation of the letters ““M. M.” and the words 
“Malted Milk’; that these have generally been arranged as shown 





HORLICK S MALTED MILK CO. V. THE BORDEN CO. 133 


in the accompanying facsimile, in which the letters “M. M.” are 
represented in the color of the paper on a blue background having 
the form of a seal; that above the letters ““M. M.’’, and arranged in 
a curved form, are the words “Malted Milk” in plain capital letters 
on a blue background, and below are the words “For Infants, In- 
valids, the Aged and Travelers,” in plain type, inclosed by a double 
border; but that these words may be omitted and the various acces- 
sories of printing may be varied at pleasure without materially 
changing the character of the trade-mark, the essential features of 
which are the words “Malted Milk” and the letters “M. M.” Upon 
the expiration of the registration the appellant renewed it. Appli- 
cation for cancellation of the mark was made by The Borden Com- 
pany on the ground that the words “Malted Milk” were descriptive, 
that because of this the appellant had no right to their exclusive 
use, that it, the Borden Company, was using the same words on 


malted milk put out by it, and that it would be damaged unless the 


mark was cancelled. The Horlick Company disclaimed the ex- 
clusive right to the words “Malted Milk.”” No testimony was taken. 


The Examiner of Interferences dismissed the application for can- 
cellation, but was reversed by the Assistant Commissioner, who said 
that the mark was composed of descriptive words, and that the dis- 
claimer, having been filed after registration, was ineffective. 

The decision of the Supreme Court in Beckwith v. Commis- 
sioner of Patents, 252 U. S. 538, 274 O. G. 613 [10 T. M. Rep. 
255], throws light upon the question before us. According to it 
the fact that a mark contains descriptive words is not enough to 
warrant a refusal to register it. Unless it consists only of such 
words, it may not be refused a place on the registry of the Patent 
Office. (P. 544.) In that case the mark contained words which 
were, and words which were not, descriptive, arranged in a circle 
and surrounded by a wreath of oak leaves. The Court said it was 
a composite mark, and, since it did not consist of descriptive words 
merely, it was registrable. If the registrant in the case before us 
committed itself to the outline of the mark and the arrangement of 
the words therein, as shown in the foregoing specimen, we would 
have a different proposition to deal with, but it did not. In the 
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statement filed by it in the Patent Office it said that, while the words 
and other parts comprising the mark are generally arranged as 
shown in the accompanying facsimile and so forth, certain words 
may be omitted and the various accessories of printing may be 
varied at pleasure without materially altering the character of the 
mark. Consequently, the owner may arrange the words and other 
parts as it pleases, and print them in any size or color it may think 
proper. It is not bound by the arrangement shown in the specimen. 
In other words, its mark is not necessarily a composite one. 


Appellant admits that all the words used are descriptive, but 
claims that the mark is saved by use of the letters “M. M.”” We do 
not think so. Clearly, the letters “M. M.” stand for “Malted 
Milk,” and therefore are descriptive of the product to which they are 


attached. But even if we were not permitted to so interpret them. 
but were required to regard them as arbitrary signs, still we would 
hold that they were not sufficient to save the mark from condemna- 
tion. If they were, then a party could make up his mark of de- 
scriptive words, with the exception of some negligible sign or char- 
acter which would not be descriptive, and thus evade the law. This 
is not permissible. Nairn Linoleum Co. v. Ringwalt Linoleum 
Works, 46 App. D. C. 64; 237 O. G. 919; and E. McIlhenny’s Son 
v. B. F. Trappey § Sons, 51 App. D. C. 278, 278 Fed. 582, 299 
O. G. 461 [12 T. M. Rep. 91]. The non-descriptive part must be 
a substantial thing, else it will not save the mark. 

For these reasons the decisions of the Patent Office cancelling 
appellant’s mark is sustained. 


Affirmed. 


The decision of Assistant Commissioner Fenning, rendered in 
this case August 4, 1922, is as follows: 

This is an appeal from the action of the Examiner of Interfer- 
ences dismissing a petition brought by The Borden Company for the 
cancellation of Trade-Mark No. 14,856, owned by Horlick’s Food 
Co. The mark was originally registed October 25, 1887, under the 
act of 1881, and on its expiration in 1917 was renewed under sec- 
tion 12 of the act of 1905. 
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The certificate of registration shows a portion of the Horlick 
Co.’s label and is accompanied by a verified statement to the effect 
that the trade-mark consists of a representation of the letters 
“M. M.” and the words “Malted Milk.” It continues: 


“The various accessories of printing may be varied at pleasure without 
materially altering the character of said trade-mark, the essential features 
of which are ‘Malted Milk’ and the letters ‘M. M.” 

The words ““Malted Milk” are descriptive of a material covered 
by an expired patent and in themselves are not capable of exclusive 
trade-mark use. Ew parte Horlick’s Food Company, C. D. 1898 
626, 84 O. G. 1870. 

The Borden Company pleads use of the words “Malted Milk” 
on their labels, and consequent injury under section 13 of the act 
of 1905. This is sufficient to support the petition for cancellation 
under Macy v. Macey, 1922 C. D. 2, 295 O. G. 463 [12 T. M. Rep. 
257]; and McIlhenny’s Son v. Trappey & Sons, 1922 C. D. 98, 
299 O. G. 461, 51 App. D. C. 273, supra. 

The Examiner of Interferences seems to have felt that there 
must be some overt act by the owner of the registration in order to 
warrant cancellation; but that does not seem to be the law. 


“Injury will be presumed to follow the improper registration of any 
descriptive word. Elishewitz v. Leyser, Creen Co., 247 O. G. 479; C. D. 
1918 139; 47 App. D. C. 193.” 

It seems to require no argument to indicate that McIlhenny v. 
Trappey, supra, controls the present case and that the certificate of 
registration must be cancelled, unless the condition is materially 
changed by a disclaimer now offered. 

The claim of “Malted Milk” as essential to its trade-mark was 
apparently insisted on by the Horlick’s Food Co. from 1887, when 
the present certificate was first issued, to the period when the 
certificate was renewed and until after the present cancellation pro- 
ceedings were instituted. 


Neither party has taken any testimony; but after final hearing 


the Horlick’s Food Company filed a so-called disclaimer reading: 
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“With respect to the trade-mark illustrated in the accompanying cer- 
tificate, No. 14,856, October 25, 1887, renewed May 15, 1917, the exclusive 
right to the words ‘Malted Milk’ is disclaimed.” 

Admittedly there is no warrant in law, nor is there any pre- 
cedent in practice, for entering such a disclaimer. The attorney 
for the Horlick Co. vigorously urges the desirability of such pro- 
cedure, and urges that the Office would be justified in establishing 
it, since the Supreme Court has apparently approved a disclaimer 
prior to registration, not specifically provided for by statute, in 
Beckwith v. Commissioner, 252 U. S. 538, 274 O. G. 613, supra. 
The procedure contemplated by the registrant here apparently pro- 
vides that after a mark has once been registered the Commissioner 
must lie supine and accept and enter any paper which registrant 
files under the name of a disclaimer, and this without fee. This is 
quite distinct from the procedure approved in the Beckwith case, 
since any activity prior to registration is under the supervision of 
the Office and may be approved or objected to by the Commissioner. 
Moreover, the trade-mark statute has not provided for disclaimers 
after registration. Such disclaimers have been provided for by 
statute with respect to patents, and the omission of such provision 
in the trade-mark statutes may have been intentional on the part 
of the legislature. In any event, the legislature has provided for 
cancellation procedures, and for many years the Office has availed 
itself of this section of the statute to remove from registration an 
improper mark at the request of the registrant, so that he might 
subsequently obtain a proper registration of his proper mark. The 
registrant here objects to the procedure, since he suggests that it is 


circuitous and deprives registrant of its record date. I am not 


satishied, however, that this objection is sufficient to outweigh the 


obvious advantages of the procedure, which seems to have been 
provided intentionally by Congress. 

Much has been said in the brief for appellant with respect to 
applications for registration of the trade-marks of Horlick in 
foreign countries ; but in the view I take of the case it is unnecessary 


to consider that phase here, even assuming that this Office should 
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ever take into consideration activities without the United States 
with respect to a mark properly registered here. 

The Examiner of Interferences endeavored to weigh the equi- 
ties between the parties and decided that the mark should not be 
cancelled because its cancellation would be worse for Horlick than 
its retention would be for Borden; but this is aside from the issue. 

The Examiner of Interferences is reversed and the mark will 
be cancelled. 


Doremvus AND Bewnser, Inc. v. Jacoss. 
(309 O. G. 4) 


December 15, 1923 


Trape-Marks—Name Inseparasity Associarep Wirn Patenten Devict 

Pusiici Juris. 

When the owner of a patent adopts a name for his patented device 
and so closely associates that name with the device that it becomes 
inseparable, the right to make, use, and sell the device which vests in 
the public on the expiration of the patent carries with it the right to 
employ as descriptive of the patented device the name applied to it by 
the patentee. 

Same—SamMe—A preAL—APFFIRMAL, 

Patent Office should not grant a certificate of registration of a 
mark which by statute runs for twenty years when that mark consists 
of the name of a patented device, which patent will expire before the 
twenty-year registration period and so become free to the public, 
while the certificate of registration still remains in effect. 


On appeal from the Examiner of Interferences. Affirmed. 


Clarence G. Campbell, for Doremus and Benser, Inc. 
George E. Mueller, for Jacobs. 


FenninG, A. C.: Both parties appeal from the action of the 
Examiner of Interferences holding that neither of the parties is en- 
titled to registration for which each has made application. 


Section 7 of the act of 1905 provides that in every case of in- 


terference the Examiner of Interferences shall determine the ques- 


tion of the right of registration. On this appeal that duty rests 
upon me. 
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The Examiner of Interferences found, among other things, 
that the mark here in issue is descriptive within the meaning of sec- 
tion 5 of the Trade-Mark Act of 1905. 

The specimen labels filed by the parties are substantially iden- 
tical. The label includes a picture which is a substantial reproduc- 
tion of the drawing of Patent No. 1,383,610, together with the 
words “Bang Bird America’s Popular Parlor Game,” and in a small 
block the name of the applicants. It is admitted by both parties 
that “Bang Bird,” for which registration is here sought, is the name 
applied to the game of Patent No. 1,383,610, and, as pointed out by 
the Examiner of Interferences, it has become as exact a definition 
of the patented game as are the claims of the patent. There is 
nothing to show that there is any way of calling for or purchasing 
the game other than by its name. When the owner of a patent 
adopts a name for his patented device and so closely associates that 
name with the device that it becomes inseparable, the right to make, 
use and sell the device which vests in the public on the expiration of 
the patent carries with it the right to employ as descriptive of the 
patented device the name applied to it by the patentee. This is so 
clearly established law that the statement need not be supported by 
a citation of decisions. 

In Ex parte The Craftsman’s Guild, 143 O. G. 257, 1910 C. D. 
91, registration of “Billiken’” was refused for a statue on the 
ground that it was the name applied to the device covered by a 
patent and also protected by copyright. It seems clear that this 
Office should not grant a certificate of registration of a mark which 
by statute runs for twenty years when that mark consists of the 
name of a patented device, which patent will expire before the 
twenty-year registration period and so become free to the public, 
while the certificate of registration still remains in effect. For the 
reasons set out in the Craftsman’s Guild case and the decisions cited 
therein I am constrained to affirm the decision of the Examiner of 
Interferences holding that neither party is entitled to registration 
of the mark. 

After the hearing of this appeal a petition was filed to repoen 
the case and take additional testimony to show that one of the 
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parties had abandoned the mark. This motion is opposed and in 


view of the conclusion now reached it becomes unnecessary to de- 
termine that question. 


The motion, therefore, is denied. 


The Examiner of Interferences is afirmed. 


Tue H. D. Lee Mercantite Company v. THeo Weiss anp Co., 
Inc. 
(318 O. G. 845) 


September 27, 1921 


Trape-Marks—OppositioN—SwsPENSION OF PROCEEDINGS IN VIEW OF 
1x Distrricr Court. 

Where the opposition proceeding had been suspended by the Ex- 
aminer of Interferences on the ground that there was pending an equity 
suit in a United States district court by opposer against the applicant, 
apparently for alleged infringement of the mark in issue, and where 
the opposition proceeding was instituted prior to the equity suit and 
there was no showing that any testimony had been taken in the suit and 
no suggestion of its moving to an early termination, the order suspend- 
ing the opposition proceeding was vacated by the Commissioner. 

Same—Same—NeEw Times ror Takine Testimony. 

Where the proceeding on a request made was suspended by the Ex- 
aminer of Interferences before the opposer’s time for taking testimony 
in chief expired, held that opposer was justified in awaiting the out- 
come of his motion before proceeding with testimony, and on vacation 
by the Commissioner of the order suspending the proceeding, new times 
should be set giving opposer at least as much time as that which elapsed 
between the request and the expiration of the former period. 

Same—Same—Larce NumBer or WITNESSES. 

Where the applicant asked for an order requiring opposer to par- 
ticularize regarding a large number of witnesses proposed to be called 
and their wide distribution and the alleged long time required for ex- 
amining such witnesses, and also urged that applicant should be given 
notice longer than is allowed under the ordinary notice for taking testi- 
mony, so that it might investigate, held that a longer notice was un- 
warranted, and the motion for particulars was denied. 


Suir 


Appeal from an order of the Examiner of Interferences sus- 
pending opposition proceedings. 


Order vacated. 


The H. D. Lee Mercantile Company, pro se. 
Cyrus Kehr, for Theo Weiss & Co., Inc. 
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Fennino, A. C.: This is an appeal from the action of the Ex- 
aminer of Interferences suspending proceedings in a trade-mark op- 
position. 

The notice of opposition was filed April 14, 1921, and in due 


course times were set for taking testimony. On July 25, 1921, 


opposer filed a request to suspend proceedings on the ground that 


there was pending a suit in the United States District Court for the 
Eastern District of Louisiana brought by opposer, as complainant, 
against the appellant here, as defendant, apparently for alleged in- 
fringement of the mark here in issue. 

The Examiner of Interferences interpreted the decision in 
Keller Tool Company v. Chicago Tool Company at Vol. 1388, Manu- 
script Decisions, page 147 [11 T. M. Rep. 371], as controlling this 
case and suspended the opposition proceedings. 

In the Keller case the suit in the court was filed fourteen 
months prior to the cancellation proceedings which were suspended. 
Testimony had been taken in the equity suit, which was “apparently 
moving to an early termination.”” The circumstances of the present 
case are entirely different. The opposition proceeding was insti- 
tuted prior to the equity suit. There is no showing that any testi- 
mony has been taken in the equity suit and there is no suggestion of 
its moving to an early termination. This brings the present case 
within Interborough Brewing Company v. Standard Brewing Com- 
pany [5 T. M. Rep. 108], 115 Ms. D. 241. 

Opposer’s time for taking testimony in chief was set to close 
August 6, 1921. The request for suspension of proceedings was 
filed July 25, 1921. No testimony has been taken and appellant 
now asks that the opposition be dismissed because of opposer’s de- 
fault. Opposer was justified in awaiting the outcome of his motion 
before proceeding with testimony, and new times should now be 
set giving opposer at least as much time as the interval between 
July 25 and August 6. 

Appellant also asks for an order requiring opposer to particu- 
larize regarding the large number of witnesses and their wide geo- 
graphical distribution and the long time required for examining 


such witnesses, as set forth in the opposer’s request for suspension. 
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Appellant urges that because of the large number and wide distri- 


bution of witnesses to be relied on it should be given notice longer 
than is allowed under the ordinary notice for taking testimony, so 
that it might investigate. I know of no authority for such action 
ind do not believe that such action is warranted in the present case. 
The motion to dismiss the opposition is denied. 
The order suspending the opposition proceedings is vacated. 


The motion for particulars is denied. 


Lincotn Paint anp Cotor Company v. THE AMERICAN PAINT 
Works. 
(318 O. G. 3) 


December 30, 1922 


Trane-Marks—“Cumatic’—Actr or Marcu 19, 1920—Non-Exctusive Use 

—CANCELLATION. 

Where the trade-mark was registered on June 14, 1921, and the 
registrant had used the mark since 1906 and the petitioner claimed no 
use prior to 1910, but the petitioner had been using the mark for ten 
vears and the registrant had notice of such use prior to 1915 and 
showed no endeavor to prevent petitioner’s use of the mark by legal 
proceedings, held that the petitioner presumably had the right to use 
the mark, so that registrant’s right was not an exclusive right, and 
therefore he could not resist cancellation proceedings. 


On appeal from the Examiner of Interferences. Reversed. 


Banning & Banning, Wm. L. Symons, all of Washington, D. C., 
for Lincoln Paint and Color Company. 

Mason, Fenwick & Lawrence, of Washington, D. C., for The 
American Paint Works. 


FenninG, A. C.: This is an appeal from the action of the Ex- 
aminer of Interferences dismissing an application for cancellation 
of the trade-mark registered under the act of March 19, 1920, on 
June 14, 1921, No. 143,842, to The American Paint Works. 

The mark consists of the word “Climatic.” The specimens 


filed read “Guaranteed Climatic Strictly Pure Prepared Paint.”’ 
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Registrant endeavored to register the same mark on an appli- 
cation accompanied by the same specimens under the act of 1905. 
That application was opposed by the present petitioner for cancel- 
lation, and the opposition was dismissed in the Patent Office, but 
sustained by the court of appeals in an opinion reported in 1915 
C. D. 162, 216 O. G. 1018, 44 App. D. C. 17 [5 T. M. Rep. 332]; 
Lincoln Paint & Color Co. v. The American Paint Works. It ap- 
pears that the labels relied on by opposer there were substantially 
the same as those relied on in the present petition for cancellation. 
In that case the court said: 


“We think the mark is clearly descriptive, and not entitled to registra- 
tion,” 


basing its conclusion on a consideration of the labels of both parties 
and the record before it. 

Registrant here urges a distinction between its label and that 
of petitioner for cancellation, suggesting that its use is a true trade- 
mark use, while petitioner’s is a purely descriptive use. It seems 
clear to me that this is contrary to the holding of the court of 
appeals. Moreover, I am unable to find registrant’s use any less 
descriptive than that of petitioner, which reads “Lincoln Climatic 
Paint.” Registrant suggests that “Lincoln” is petitioner’s trade- 
mark; but even if this be admitted the fact remains that ‘“Climatic’’ 
appears very prominently on petitioner’s labels, and petitioner would 
certainly be very greatly embarrassed if registrant should notify the 
trade that it had registered “Climatic” as a trade-mark and would 
hold others using that word on paint as infringers. 

It appears that registrant has used the mark since 1906, where- 
as petitioner claims no use prior to 1910. The question here in- 
volved, however, is not one of priority, interferences having been 
specifically excluded from the act of 1920. The statute clearly 


states that registrant must have had the exclusive right to use the 


mark at the date the application was filed to resist cancellation pro- 


ceedings. It appears that petitioner here had been using the mark 
for upward of 10 years and that registrant had notice of such use 


prior to 1915. There is no showing of an endeavor to prevent 
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petitioner’s use of the mark by legal proceedings, and we are justi- 


fied in presuming that petitioner had the right to use the mark, so 
that registrant’s right was not an exclusive right. 

Two cases recently decided in cancellation proceedings under 
the act of 1920 set out principles which apply to the present case 
and indicate that the Examiner of Interferences must be reversed 
and the petition for cancellation granted. Thes cases are R. H. 
Macy & Co., Inc. v. The Macey Company, Inc., 295 O. G. 463, and 
Climax Rubber Company v. U. S. Compression Inner Tube Com- 
pany, 141 Ms. Dec. 119, 313 O. G. 453 [12 T. M. Rep. 470]. (An 
appeal from the latter decision to the Court of Appeals of the Dis- 
trict of Columbia was dismissed, 312 O. G. 400.) 

The Examiner of Interferences is reversed. The mark will be 
cancelled. 





INTERNATIONAL Beppinc Co. v. OstermMoor & Co. 
(319 O. G. 235) 


February 15, 1923 


Trape-Marxs—Cancecitation—Picrvure or Goops—Descriprive Mark. 

Where the statement accompanying the certificate of registration 
shows that it was the intention of the registrants to indicate that their 
mark was a picture of their goods, held that the mark is merely descrip- 
tive of their goods. 

Same—Same—Same—Icuvustration or Goops ry Partry-Finisuep Srare. 

Where the mark consisted of the representation of a mattress in 
parts, of which one part appears finished and the other part appears 
opened up disclosing superimposed layers, held that the mark illus- 
trates the goods, notwithstanding the fact that one part is not shown 
made up as ordinarily sold. 

Same—Same—Wuo May Appty ror CANCELLATION. 

Where the applicant for cancellation had been threatened with suit 
by the registrant for alleged infringement of the trade-mark in issue 
by publishing advertisements illustrating goods made by the applicant, 
held that this shows sufficient interest in the threatened party to war- 
rant it in bringing proceedings for cancellation of the registered mark. 

Same—CaNCELLATION—INsTIGATED BY A Manuracturer’s Assocration—Nor 

For Sore Benerir or APPLICANT. 

Where registrant requests permission to show that the proceeding 
is instituted by the National Association of Bedding Manufacturers 
and is not brought by the applicant for cancellation for its sole bene- 
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fit, held that if all that is alleged were proved the fact would still re- 
main that the applicant is damaged by the registration of the mark and 
an order for cancellation would still be proper. 

Appeal from the Examiner of Interferences holding that the 


registration of a trade-mark should be cancelled. Affirmed. 


Frank F. Reed, Edward S. Rogers, Allen M. Reed, Frank L. 
Browne, Dudley Browne, and J. T. Dowling, for Interna- 
tional Bedding Company. 

Munn & Co., and C. C. Cousins, for Ostermoor & Co. (John K. 
Brachvogel of counsel.) 


FenninG, A. C.: In 1905 Ostermoor & Co. registered their 
trade-mark No. 47,833, for mattresses, pillows, cushions, and has- 


socks, consisting— 


‘of the representation of a tufted mattress in parts, of which one part ap- 
pears finished or complete and the other part appears opened up, disclosing 
expanded, superimposed layers of a fabric-material.” 

This quotation from the statement accompanying the certificate 
of registration seems to clearly show that it was the intention of 
Ostermoor & Co. to indicate that their mark was a picture of their 
goods. It is urged that since mattresses are ordinarily sold entirely 
made up and not with one end open to disclose the filing, the mark 
does not illustrate the goods. I am unable to so find and must hold 
that the mark is merely descriptive of the goods. The International 
Bedding Company makes mattresses and urges that purchasers from 
it have been threatened with litigation by Ostermoor & Co. for 
alleged infringement of the trade-mark here in issue by publishing 
idvertisements illustrating mattresses made by the International 


Bedding Company. This shows sufficient interest in the Interna- 


tional Bedding Company to warrant them in bringing the present 


proceedings for cancellation of the registered mark. 

Ostermoor & Co. claim that long use of the mark has given it 
a secondary significance and that its merely descriptive character 
has so disappeared. Even if this is so, the mark is not entitled to 
registration under the present law, as pointed out in Hercules 
Powder Co. v. Newton, 266 Fed. 169 {10 T. M. Rep. 198]. 
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Registrant requests permission to reopen the case and take 
additional testimony to show that the present proceeding is insti- 
gated by the National Association of Bedding Manufacturers and is 
not brought by the International Bedding Company for its sole 
benefit. The circumstances do not justify reopening the case. If 
all that is alleged in the moving papers were proved, the fact would 
still remain that the International Company is damaged by the 
registration of the descriptive mark and an order for cancellation 
would still be proper. 

Affirmed and the mark will be cancelled. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Rendered During February, 1924 
Priority Determined by Use in United States 


Kinnan, F. A. C.: It was held, in an interference case, that 
the applicant was not entitled to register a trade-mark, for boots 


and shoes, the essential feature of which was the word “Hotspur,” 


as he had not established a use in this country prior to the use estab- 
lished by Oliver Bros., and, further, he had not established that he 
is the owner of the mark. 


With respect to the first ground of the decision, the First As- 
sistant Commissioner said: 


“It is regarded as settled law that in an interference proceeding the 
applicant domiciled in a foreign country must establish a common law 
right to the mark in this country in order to prevail over a rival claimant. 
(Citing decisions.) Since the right to a trade-mark does not exist separate 
from the business and good-will in connection with which the mark is 
used, appellant cannot be deemed as having any rights unless he can estab- 
lish that he is the owner of the business in which the mark is used and 
also that he has used it upon the goods in interstate trade or trade with 
those living in the United States. 


+ x + 


“Myall testifies that he sold goods in the United States as early as 
1899 and in many places in the United States but he is not corroborated by 


any documentary evidence nor by any of his witnesses. It is believed, in 
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view of the refusal of Cunningham to answer certain pertinent questions, 
his testimony is not entitled to any weight. It must be deemed, therefore, 
that Myall has not proven use of the mark in this country prior to the 
date established by Oliver Bros. As between the parties to the case at bar, 
it is believed the judgment of the Examiner of trade-mark interferences in 
favor of Oliver Bros. is sound and must be affirmed.” 

With respect to the second point, the First Assistant Commis- 
sioner said: 

“It is noted that Myall has not established that he is the owner of the 
mark within the meaning of the Trade-Mark Act of February 20, 1905, 
because he is not the owner of the business in which the mark is used. It 
appears that the business became that of the firm of Read, Myall and Read, 
prior to the date of application by Myall for registration of the mark in 
this country. It also appears that the business in which the mark is used 
in England is now owned by John Thomas Read, former member of the 
firm. It would seem, therefore, that, aside from any rights of Oliver Bros., 
Myall is not entitled to registration.” 


Priority of Use 


FenninG, A. C.: In an interference case, it was held that the 
applicant was entitled to register, as a trade-mark for hair nets, 
a mark consisting of ‘“Sta-Neet,’ associated with a picture, since 
it had established a use of that mark prior to any use established 
by the opposer. 

It was held that the opposer was not entitled to attack the 
proofs of the applicant Zabludoff, as false and fraudulent on their 
face, in view of a stipulation entered into that “various sales and 
shipments shall be acknowledged in the record as above set forth 


without examination or cross-examination,” formal approval thereof 
being waived. It appeared that the sales referred to in the stipula- 
tion went back to January 6, 1920, which was prior to any date 
which had been established by the opposer. 

In his decision the Assistant Commissioner said: 


“At pages 44 and 47 of Zabludiff’s record, appears a stipulation that 
‘various sales and shipments shall be acknowledged in the record as above 
set forth without examination or cross-examination, and counsel for West 
Electric Hair Curler Co. waivers formal proof thereof’ 

“These sales go back to January 6, 1920, a date prior to any date 
which can be given the West Co. ; ‘ 


Oliver Bros. v. William Myall, Feb. 28, 1924. 
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“The West Co. here vigorously attacks Zabludoff’s proofs alleging that 
they are fraudulent and false on their face. It is unnecessary to go into 
this matter in view of the stipulation above set out.” 


Use on Other Goods 


FenninG, A. C.. It was held that the applicant was not en- 
titled to registration of the words “High Speed,” as a trade-mark 
for gasoline, notwithstanding it had used that mark as a trade- 
mark for lubricating oils and greases prior to the date when The 
Hickok Producing Company had begun to use the term “Hi-Speed” 
for gasoline. 

The ground of this decision is that the State Oil Company 
has not shown that it had ever used the mark in question on gasoline 
prior to the date of the registration of The Hickek Producing 
Company, much less prior to the date when the testimony showed 
that The Hickok Producing Company began to use its mark, and 
that, irrespective of the question whether lubricating oils and 
greases are of the same descriptive properties as gasoline, the 
State Oil Company cannot be granted registration of the mark for 


gasoline, goods on which it has not a statutory use of the mark. 
With respect to this question the Assistant Commissioner said: 


“This is an interference, while the decisions cited by the State Oil 
Company relate to oppositions in which the user of a mark on a certain 
class of goods has opposed the registration by another of that mark, or 
one substantially identical therewith, on an allied class of goods. It is 
clear, however, that in order to be able to register its mark for gasoline 
the State Oil Company must have shown a use of the mark on gasoline 
prior to its application. 


* * + * + . * * + 


“No holding, therefore, is made as to the question whether lubricating 
oils and greases are of the same descriptive properties as gasoline or not, 
but it is held that the State Oil Company, not having shown any use of 
the words ‘High Speed’ as a trade-mark for gasoline in commerce, much 
less in interstate commerce, prior to its application, is not entitled to 
register that mark for such goods,”” 


* West Electric Hair Curler Co. v. Joseph Zabludoff, Feb. 5, 1924. 
*State Oil Company v. The Hickok Producing Company, December 
28, 1923. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Rendered During March, 1924 


Conflicting Marks 


Fennine, A. C.: Held that the registrant was not entitled 
to the registration of a mark, for cotton cheviots, consisting of 
picture of a bird with its wings extended and perched on a twig, 
carrying in its mouth a string from which is suspended a small disk 
bearing the word “Tupelo,” in view of the prior use by the Ameri- 
can Bleached Goods Company, Inc., of a mark, for India linons 
and batistes, consisting of a bird with its wings spread out just 
leaving a twig, associated with the words “Pride of the West,” and 
that the registration of this mark by the Tupelo Cotton Mills should 
be cancelled. 

The ground of the decision was that the goods are of the same 
descriptive properties and the marks are so similar as to be likely 
to cause confusion in the mind of the public. 

With respect to the similarity of the marks, the Assistant Com- 
missioner said: 

“It is pointed out that the bird of the registered mark is a blue bird, 
while that of the American Bleached Goods Company is probably a scarlet 
tanager. It is suggested that birds of different kinds are readily distin- 
guishable, just as animals of different kinds. It may be that an elephant 
and a lion are distinguishable, but I am unable to believe that the genera! 
public readily distinguishes between pictures of small birds more or less 
fancifully colored. It is possible that a chicken will be distinguished from 
an eagle, but in the present instance where the birds are arranged in sub- 
stantially the same position, with wings outspread, and where their ana- 
tomical shape is substantially the same, I do not believe they are readily 


distinguishable in spite of the slight difference in color. 
* * * * * * 


“It is suggested that the goods of one party will be known as ‘Pride 
of the West’ goods, while those of the other will be known as ‘Tupelo’ 
goods. This may be so, but it does not justify imitation of birds in marks.” 


Fennine, A. C.: Held that The Glass Novelty Company, was 
entitled to use as a trade-mark for cribs and baby bassinets the rep- 


resentation of a flying stork, carrying a baby, placed on a disk 


*American Bleached Goods Company, Inc., v. Tupelo Cotton Mills, 
146 Ms. Dec., 69, March 25, 1924. 
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carry the words “Stork Line,’ notwithstanding that The Caldwell 
Manufacturing Company, which had_ registered the word 
“Betterbaby” as a trade-mark for its cribs and _ bassinets, 
had also placed in some of the cribs an advertising circular or 
pamphlet, on the cover of which appeared in a circular panel the 
representation of a stork standing on one leg and carrying from 
its bill a baby. 

The ground of the decision is that the use of the picture of the 
stork on advertisement was not a trade-mark use. 

In his decision the Assistant Commissioner said: 

“It is well established that trade-mark use is not shown by mere ad- 
vertisements. There is nothing to show or suggest that The Caldwell Com- 
pany or anyone else believed that the picture of the stork was their trade 
mark. There is no showing that it was associated with the goods in such 
a way as to indicate source or origin. The goods themselves were stamped 
with the ‘Betterbaby’ mark and the company continuously claimed that as 
its trade-mark. It is true, there may be more than one trade-mark on a 
single article, but the mere use of a circular for advertising the goods 
carrying a number of words, symbols or pictures on the cover or within 
the circular will not establish trade-mark use of what is in the circular, even 
though the circular is occasionally associated with the actual goods sold. 
No case is cited by either party having facts so nearly similar to those of 
the present case as to control this decision.” 


Differentiating Features 


Kinnan, F. A. C.: Held that the applicant was entitled to 
register the word “Commodore,” as a trade-mark for coal, notwith- 


standing the prior registration of a mark consisting of the represen- 


tation of Commodore Perry, as excerpted from the famous painting 
of the commander at the battle of Lake Erie, with his name appear- 
ing therebeneath, the middle name “Hazard” being stressed and 


the word “Commodore” appearing thereabove. 


The ground of this decision was that the use of the word 
“Commodore” alone would not be likely to cause confusion with 
the mark of the registrant, notwithstanding it contained the word 
“Commodore” since it was associated with so many other features. 


In his decision the First Assistant Commissioner said: 


* The Caldwell Manufacturing Co. v. The Glass Novelty Company, 146 
M. D. 79, March 31, 1924. 
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“The conditions under which trade-marks have been held to infringe 
are so varied that no general rule has been established but each set of cir- 
cumstances peculiar to a given case must be considered as determining that 
case. The general impression the average purchaser would obtain from 
seeing the mark, the class of purchasers, the character of goods to which 
the marks are applied as well as the general appearance, sound, signifi- 
cance and meaning of the marks must be considered. 


om + * * * * 


“In the instant case the word ‘Hazard’ is shown in large type upon 
registrant’s mark, although this word is probably not so well known, in 
connection with this picture, as the word ‘Commodore’ and is not a word 
which would impress itself upon the memory of the purchasing public to 
the degree that the title of the officer would be impressed. The word ‘Com- 
modore’ is shown in the registered mark. Applicant has excerpted a fairly 
prominent word of the registered mark but the latter includes so much 
more than the single word, so many other features, so many other words, 
at least one of which is in large type, and another is the surname of the 
naval hero depicted in the mark that confusion seems too remote, too im- 
probable, to justify refusal of registration. 

“There is some suggestion that registrant is a commercial rival of the 
applicant and did not call its product ‘Commodore Coal’ until after ap- 
plicant adopted and used the mark. If, after publication, the registrant be- 
lieves itself damaged, the facts may be brought out in opposition proceed- 


ings.’”* 
Goods of the Same Descriptive Properties 


Kinnan, I. A. C.: Held that the applicant was not entitled 
to register the words “Snow-drift,” as a trade-mark for “‘a substi- 
tute for the white of eggs in the making of meringue, marshmallow, 
topping and icing for pastry, pies and puddings,” in view of the 


prior use and registration by the opposer of the same mark for a 


lard compound, having as its ingredients an animal fat and a veget- 


able oil, and for cotton-seed oil shortening compound. 

The ground of this decision was that the goods of the South- 
ern Cotton Oil Company are often used in the preparation and 
making of pies, puddings, icings, and other similar products, in 
part the same as the products in which the applicants egg sub- 
stitute is employed and that, therefore, the goods are of the same 
descriptive properties. 

The First Assistant Commissioner also held that the fact that 
the packages of the two parties were different in appearance and 


*Ex Parte the Holmes Coal Sales Company, 146 M D. 70, March 25, 
1924. 
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size, and that the price at which the two articles were sold is dif- 
ferent, is immaterial. 
With reference to the question of the similarity of the goods, 


the First Assistant Commissioner said: 


“It is not always easy to determine whether different articles belong to 
the same class or have the same descriptive properties within the statute. 
The test is not merely the liability of a mistake of use or purchase of one 
article for the other, but extends to a consideration of whether a purchaser 
familiar with one article and its source of manufacture would be likely to 
believe, in purchasing the other article, he was purchasing one which was 
the product of the manufacturer or dealer in the first named article. 


* * . . - * 


“It is believed the doctrine set forth in the case of California Packing 
Corporation v. Price-Booker Manufacturing Co., 308 O. G., 451 [13 T. M. 
Rep. 62], cited at length by the examiner of trade-mark interferences, sets 
forth in an enlightening way some of the tests for determining whether, in 
a given instance, confusion in trade would be likely to arise by reason of the 
use of the same mark or similar marks upon goods having the same descrip- 
tive properties. The inference necessarily drawn from these cases and 
from the fact that the two compounds under consideration in the instant 
case would be sold by the same dealers, purchased by the same class of 
people, servants, children and others who are careless in ordering such 
products, that they are used in the kitchen as a food ingredient and in some 
instances in the preparation and making of the same food product, impels 
the conclusion that the employment of the same mark upon these two kinds 
of preparations would result in confusion in the mind of the purchasing 
public and that, within the meaning of the trade-mark statute, the two 
products possess the same descriptive properties. 


With references to the question of the difference in the appear- 


ance of the packages, etc., the First Assistant Commissioner said: 


“Appellant notes that there is a difference in the appearance of the 
packages, their size and price, and also urges that its class of customers is 
different from that supplied by the opposer. Objection is made by appel- 
lant to the holding of the examiner of interferences that these matters are 
immaterial since appellant may readily change the size of its packages and 
the class of customers supplied, the appellant contending that such ruling 
involves a consideration of matters outside the record. It is believed this 
contention is without merit. Clearly this Office has no authority to restrict 
appellant’s use of the mark, should it be registered, in any manner with 
respect to the size of the packages or the class of customers, and it must 
be deemed that the granting of the registration would leave appellant free 
to vary his business in the above particulars.”* 


*Southern Cotton Oil Co. v. B. Heller and Company, 146 M. D. 53, 
March 14, 1924. 
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Interference 


Fennine, A. C.: In an interference proceeding it was held 
that the Texas Star Flour Mills, of Galveston, Texas, had estab- 
lished the use of a trade-mark for flour consisting of the word 
“Oleander,” printed below a circle within which is the representa- 
tion of sprays of the oleander plant, together with heads of wheat, 
prior to the date of the application of the Gulfport Grocery Co., of 
Gulfport, Miss., for a trade-mark for the same goods consisting of 
the word “Oleander,” together with a representation of a spray 
f the oleander plant. (The Gulfport Grocery Co. took no testi- 
mony.) 

With respect to the contention of the Gulfport Grocery Co. that 
the testimony of the Texas Star Flour Mills did not show that the 
mark had always been used as it appears in the present applica- 
tion, the Assistant Commissioner said: 

“* * * but that is immaterial since witnesses testify that goods were known 
as Oleander goods and were marked ‘Oleander.’ The Gulport Company 
‘annot obtain registration for that word together with the appropriate 
picture when the word, either alone or in association with other elements, 
has previously been used by the Texas Mills. 

“It is objected that the witnesses produce and identify no labels, but 


their statements that ‘Oleander’ was on the labels sufficiently proves that 
fact, which is the important fact.”* 


Name of Corporation 


Kinnan, F, A. C.: Held that applicant was not entitled to 
register, as a trade-mark for bead necklaces and bracelets and 
beads therefor, a mark consisting of the words “Betty Bead” with a 
disclaimer of the word “Bead,” except as used in connection with 
the word “Betty,” on the ground that the mark sought to be regis- 
tered was substantially the same as the name of the opposing corp- 
oration, Betty, Inc., of New York City. 

It appears that Betty, Inc., was incorporated for the purpose 


of conducting a general department store business, including that 


of dry goods merchants, cloth manufacturers, furriers, haberdash- 
ers, hosiers, manufacturers, importers, dealers in textile fabrics of 


*Texas Star Flour Mills Co. v. Gulfport Grocery Co., 146 M. D. 66, 
March 24, 1924. 
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all kinds, ete., and that it was contended by the applicant that, as 
the word “Betty” is a very common word in wide public use and 
had been registered in connection with other words as trade-marks 
in a number of instances and as applied to specific classes of goods, 
the applicant was entitled to register its mark. 

After citing a number of decisions of the Court of Appeals of 
the District of Columbia, including Simplex Electric Heating Com- 
pany v. The Ramey Company, 243 O. G., 793, 46 App. D. C., 400 
[7 T. M. Rep. 266], and In re American Steel Foundries, 264 O. G., 
354, 49 App. D. C., 16, [9 T. M. Rep. 364], the First Assistant 
Commissioner said: 


“In this last named case the then Assistant Commissioner stated—‘It is 
entirely immaterial whether the goods of the parties are similar or not.’” 


That holding was affirmed by the Court of Appeals, 


as above noted, and may be regarded as settling for this 


Office the view that the corporate name or the principal part of a 


corporate name can not be registered as a trade-mark by another, 
whether the goods of the parties are similar or not. 

The examiner of interferences reached the conclusion that this 
case was controlled by the holding in the American Steel Foundries 
case and also referred to the case of the Century Electric Co. v. 
The Thompson Diggs Co., 143 M.S. D., 13 [13 T. M. Rep. 340]. 
That conclusion is believed to be sound. It is not considered ma- 
terial that applicant has shown prior registrations of trade marks, 
including the word “Betty,” since the Court of Appeals in the case 
of the Howard Company v. Baldwin Company, 48 App. D. C., 437 
[13 T. M. Rep. 109], indicated that such a condition was not suffi 
cient to affect the plain terms of the statute which prohibits regis- 


tration by one party of the corporate name of another. ' 


No Proof of Damage 


Kinnan, F. A. C.: It was held that the opposition of the 
Ward Baking Company, to the registration by Potter-Wrightington, 
Inc., of the words “Old Grist Mill,” as a trade-mark for bread 


* Betty, Inc. v. Betty Products Co., 146 M. D. 56, March 17, 1924 
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wrappers, did not show any likelihood of injury, where it was only 
alleged that the Ward Baking Company had used the words “Old 
Stone Process Whole Wheat Flour” on bread wrappers and flour 
containers, that the Fritch Bakery, which at one time was controlled 
by the Ward Baking Company, had used the legend “Old Grist 
Mill Entire Wheat Health Bread” on wrappers for bread, and that 
many other factories had used on the bread which they sold wrap- 
pers which bore the words “Old Grist Mill.” 
In his decision the First Assistant Commissioner said: 


“The probable damage to opposer by reason of the alleged mark being 
interpreted by the average purchaser to refer to the contents of the wrap- 
per is emphasized, and the contention is made that the examiner was in 
error in holding, since opposer does not allege use of the mark sought to 
be registered, it is a volunteer and as such can not claim damage. Opposer 
vigorously contends that it should be permitted to take proofs and that 
the opposition should not be dismissed on motion, urging that the case at 
bar is not of that class in which the pleadings may be regarded, for the 
purpose of the decision of the motion, as true in every respect and yet 
fail to make out a cause of action. Opposer notes the holding of the Court 
in the case of Elishewitz v. Leyser, Green Co., 247 O. G., 479; 47 App. D. C., 
193 [8 T. M. Rep. 34] and seeks to justify thereby its right to take testi- 
mony to establish its contentions. It must be noted, however, that in that 
case the party alleging damage was using the same mark for which registra- 
tion was sought, whereas opposer in the instant case does not claim to be 
using the applicant’s mark. It is not denied the law is well settled that an 
opposition should not be dismissed on motion except in a very clear case, yet 
it is believed the decisions relied upon by the examiner of trade-marks sup- 
port his view that the failure of opposer to claim use of the alleged descrip- 
tive notation deprives it of any probability of damage and justifies the 
granting of the motion of dismissal. 


After citing a number of decisions with reference to the use 

of descriptive words, the First Assistant Commissioner said: 
“It is deemed clear, in view of the foregoing, that opposer could not be 
precluded by any act of registration on the part of the applicant from em- 


ploying any descriptive terms in connection with its goods that it had a 
right to employ before registration. 


With reference to the holding that the applicant had not shown 
trade-mark use of the notation “Old Grist Mill,” the First Assistant 
Commissioner further said: 


“The specimens filed by applicant do not, as noted by the examiner 
of interferences, show the use of the legend sought to be registered, to in- 
dicate origin of the wrappers. The examiner of trade-mark interferences 
has suggested a change in the drawing of the application so as to show that 
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portion of the legend upon the wrapper which indicates origin. There has 
been filed a communication from the applicant looking to the acceptance of 
this suggestion and it would appear that if such change is made, any pos- 
sible damage to opposer would be even more remote.” 


No Trade Mark Use 


Kinnan, F. A. C.: Held that the applicant was entitled to 
register the word “Warranty,” as a trade-mark for bread, notwith- 
standing the prior use and registration by the opposer of the word 
‘‘Bond,” as a trade-mark for bread, and the registration of the pic- 
ture of a warranty deed, as a trade-mark for the same goods, and 
the fact that it employed a bread wrapper upon which there is a 
clause guarantying or warranting the bread, which reads in part 
as follows: “‘and hereby warrants that the loaf of Bread contained 
within this Germ-Proof and Dust-Proof,” ete. 


The ground of this decision was that the word “Warranty,” as 


applied to bread, is not deceptively similar to the word “Bond,” 
nor to the pictorial representation of a warranty, and that the em- 
ployment of the word “warrants” in the guarantee clause used on 
the opposer’s bread wrapper, is not a trade-mark use, nor such a 
use that the opposer would be damaged by the registration of the 
word “warranty.” 

In his decision, with reference to the first point, the First As- 
sistant Commissioner said: 

“The examiner of trade-mark interferences held the mark ‘Bond’ was 
not so similar to the mark ‘Warranty,’ applied to the same class of goods, 
as to be likely to cause confusion. It is believed his conclusion as to this is 
sound. Tested as to appearance and sound, there is no similarity whatever 
between the marks. Tested as to meaning or significance, their similarly 
rests largely in the fact that they are well-known words having an estab- 
lished meaning in the English language. Both are suggestive, to some 
extent, that the bread is guaranteed or warranted or bonded as excellent in 
quality or made of pure materials, or otherwise a desirable product.” 

And after referring to the case of the General Baking Co. v. 
Shultz Bread Co., 288 Fed. Rep., 954 [13 T. M. Rep. 814], in 
which the word “Bond” and the word “Certified” were held not 
deceptively similar, and the case of Haller Baking Co. v. Ward 


’ Ward Baking Co. v. Potter-Wrightington, Inc., 146 M. D., 40, March 
3, 1924. 
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Baking Co., 2938 Fed. Rep., 800 [14 T. M. Rep. 87], in which it 
was held that mere similarity in suggestion did not make one mark 
an infringement upon the other, he said: 


“It would seem these cases, as well as those relied upon by the appli- 
cant, justify dismissal of the motion as to this ground.” 


With reference to the second point, he said: 


“As to the pictorial representation of the documentary form of wa 
ranty wrapper, it is believed this ground can not support opposer’s con 
tention any more than either of the other grounds. It cannot be deemed 
proper for opposer to be granted a general protection which would extend 
to all kinds of documentary representations upon bread wrappers or even 
to the particular but entirely dissimilar form, when viewed as a whole 
employed by applicant. It is believed clear enough no confusion as t 
origin of goods and no damage to opposer could result from both marks 
appearing upon the same class of goods.” 


As to the third point, he said: 


“* * * the employment of the word ‘warrants’ in the guaranty clause used 
on opposer’s bread wrapper, it is believed clear * * * * * * * can not be 
deemed a trade-mark use, or such a use as would justify a holding that 
opposer could be damaged by applicant’s registration of its mark. Suc! 
guaranty clauses have been used upon a multitude of different products by 
different manufacturers for many years prior to opposer’s adoption of its 
particular form of guaranty upon its bread wrappers. This common use 
of similar guaranties would preclude the public from getting any impres 
sion that such use indicated origin of the bread or constituted a trade- 
mark use. Much less would the public think the one word ‘warrants’ 
appearing in this guaranty clause had any significance as a trade-mark 
similar to that used by the applicant.’”* 


Oral Evidence 


Fenninea, A. C.: In an interference proceeding it was held 
that the testimony offered on behalf of John Macauley, was not 
sufficient to establish a use of the trade-mark “Liberty,” on a malt 


extract or a malt compound to be employed in the preparation of a 


beverage, prior to March 29, 1919, the date established by the Malt- 


Diastase Company, the ground of this decision being that the testi- 
mony offered on behalf of Macauley was purely oral and no docu- 
mentary evidence was produced to establish a sale, or the date there- 
of. 


*General Baking Company v. Ward Baking Company, 146 M. D., 58, 
March 21, 1924. 
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In his decision the Assistant Commissioner said: 


“Macauley, in a distant State and apparently acting independently 
and without knowledge of the Malt-Diastase Company, began business in 
1918, under the name ‘Liberty Home Beverage Company.’ It appears that 
for a while he sold malt without a trade-mark. He claims to have had 
labels printed in January, 1919, bearing the trade-mark ‘Liberty,’ and that 
he started to use his labels ‘in February, 1919, and I don’t know but that 
it was January.’ Stanley testifies that he purchased goods from Macauley 
bearing a label in March, 1919, ‘Somewhere around the middle of the 
month.’ Macauley’s brother fixes the date as ‘February or March of 1919.’ 
Sweetland, a salesman for Macauley, refers to March 1, 1919. None of 
these witnesses is able to establish the date at all definitely. No document- 
ary evidence is produced to establish the date or to establish a sale. 
Macauley testifies that his first book in which he kept lists of orders was 
‘destroyed by bottles of ink spilled over it. There is no showing that the 
orders themselves or correspondence or the other books of account were 
destroyed and there is no reason to believe that Macauley could not have 
produced documentary evidence to establish some date definitely. In the 
absence of this I think we are not justified in taking the oral statements 
in depositions three years after the fact to show that his dates were prior 
to the dates established in the month of March, 1919, by the Malt-Diastase 
Company.””* 


Ownership After Dissolution of Partnership 


Fennine, A.C.: It was held in a cancellation proceeding that 
the A. J. Bates Co., was entitled to the registration of the term 
“The Bates Shoe,” under the ten year clause of the trade-mark act, 
and that their registration, which was granted on June 5, 1906, 
should not be cancelled. 


It appears that A. J. Bates and J. E. Bates formed a partner- 
ship about 1866 for conducting a shoe jobbing business in New 
York city; that in 1885 the firm established a factory at Webster, 
Mass., and marked the shoes manufactured there ““The Bates Shoe ;” 
and that the partnership was dissolved in the latter part of 1905, 
J. E. Bates transferring to A. J. Bates the factory and business at 
Webster, Mass., and taking over the jobbing business in New York 
City. 

The ground of the decision was that the evidence indicated 
that the mark had become, at the time of the dissolution of the 
partnership, a mark indicating the goods made at the Webster 
factory, and went with the factory and its business, 


* John Macauley v. Malt-Diastase Co., 146 M. D. 51, March 11, 1924. 
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In his decision, after stating the facts as above outlined, the 


Assistant Commissioner said: 


“The jobbing business at New York continued from the Ist of January, 
1906, to the present time, it being now owned by J. E. Bates & Co., Inc. 
About 1918, the latter company established for the first time a factory for 
the manufacture of shoes. L. W. Bates, treasurer of J. E. Bates & Co., 
has testified that he has been connected with the business since 1900, five 
years prior to dissolution. He testifies that J. E. Bates & Co. never used 
the words ‘The Bates Shoe,’ but used ‘Bates’ alone from the beginning of 
its existence. I do not find his testimony supported by documentary evi- 
dence nor confirmed by the testimony of the other witnesses. The testimony 
is not clear enough to overcome the prima facie evidence of ownership 
given registrant by the statute. 

“I think the evidence indicates that the mark here in issue had become 
at the time of the dissolution of the partnership in 1905 a mark indicating 
goods made in the factory at Webster, Massachusetts. As such it went 
with the factory and its business. Attention is directed to the fact that 
from a monetary value the factory was a small part of the assets of the 
firm, but that is of no significance here. 

“It is evident that A. J. Bates Co. has done much by advertising to 
make the mark here in issue of value, during all of which time petitioner 
for cancellation did not object. The present petition for cancellation was 
not filed until 1922, sixteen years after the mark had been registered.”” 


“J. E. Bates & Co., Inc. v. A. J. Bates Co., 146 M. D., 76, March 28, 
1924. 








